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ABSTRACT

This šrticle discusses the pštent-eligibility issue of
smšrt contršct innovštions šnd šttempts to wšrn thšt there
mšy be š crisis on pštenting smšrt contršct technology.
The escrow nšture of š smšrt contršct connects the pštent-
eligibility issue to Boom‡ Pšyments, Inc., where the
disputed clšims were found to be directed št “the šbstršct
ideš of pšyment escrow.” The stšndšrd for pštent-
eligibility determinštion is š two-step špprošch stšrting
with š question of “whether the clšims št issue šre directed
to one of those pštent-ineligible concepts” šnd, if so, then
the court “consider[s] the elements of ešch clšim both
individušlly šnd ‘šs šn ordered combinštion’ to determine
whether the šdditionšl elements ‘tršnsform the nšture of
the clšim’ into š pštent-eligible špplicštion.” Under
Boom‡, š smšrt contršct clšim mšy be held pštent-
ineligible šs šn šbstršct ideš of escrow if it merely recites
š process for š third pšrty to verify the completion of š
tršnsšction šnd then relešse pšyment. However, Enfish
mšy suggest strštegic pštent dršfting for š smšrt contršct
invention to overcome the pštent-eligibility chšllenge. The
specificštion of š smšrt contršct pštent should include› (ı)
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š conventionšl smšrt contršct thšt needs improvements by
the clšimed invention; (2) the detšils of eŸecuting the
conventionšl smšrt contršct; (3) the detšils of eŸecuting the
clšimed invention; (4) the šlgorithm required to perform
the clšimed invention; šnd (5) technologicšl benefits
brought by the clšimed invention thšt demonstrštes the
clšimed invention’s šdvšnce over the conventionšl smšrt
contršct.
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I. INTRODUCTION

A “smšrt contršct” is bšsicšlly šn ideš of digitizing
šnd šutomšting the eŸecution šnd enforcement of
contršcts.ı The concept of “smšrt contršct” becšme
populšrized in ı‹‹4 when Nick œzšbo crešted the nšme
“smšrt contršct” šnd defined it šs “š computerized
tršnsšction protocol [, or š computer progršm,] thšt
eŸecutes the terms of š contršct.”2 Currently, with the help
of blockchšin technology, smšrt contršcts cšn be
implemented, for instšnce, in the Ethereum Blockchšin
developed by Vitšlik Buterin.3 “Ethereum” is š kind of
virtušl currency, known šs “ETH.”4

ı œee Kyung Tšeck Minn, Note, Towšrds Enhšnced Oversight of “œelf-
Governing” Decentršlized Autonomous Orgšnizštions› Cšse œtudy of
the Dšo šnd Its œhortcomings, ‹ N.Y.U. J. INTELL. PŒOP. … ENT. L.
ı3‹, ı42–43 (2‰ı‹); see šlso MšŸ Œšskin, The Lšw šnd Legšlity of
œmšrt Contršcts, ı GEO. L. TECH. ŒEV. 3‰5, 3‰‹–ı‰ (2‰ı7) (discussing
the definition of “smšrt contršct”).
2 Minn, suprš note ı, št ı42 (šlterštion in originšl) (quoting Nick
œzšbo, œmšrt Contršcts, (ı‹‹4),
https›//www.fon.hum.uvš.nl/rob/Courses/InformštionInœpeech/CDŒO
M/Literšture/LOTwinterschool2‰‰6/szšbo.best.vwh.net/smšrt.contršcts
.html [https›//permš.cc/55GJ-PWNW]); see šlso Annš Duke,
Comment, Whšt Does the CIœG Hšve to œšy About œmšrt Contršcts? A
Legšl Anšlysis, 2‰ CHI. J. INT’L L. ı4ı, ı46 (2‰ı‹); Alšn Œosenberg,
Automštic Contršcts šnd the Automštic œtšy—A Primer on “œmšrt
Contršcts” in Bšnkruptcy, AM. BANKŒ. INœT. J., July 2‰ı‹, št ı8, ı8–
ı‹ (introducing the history of “smšrt contršcts”).
3 œee Hušng-Chih œung, When Open œource œoftwšre Encounters
Pštents› Blockchšin As šn EŸšmple to EŸplore the Dilemmš šnd
œolutions, ı8 J. MAŒœHALL ŒEV. INTELL. PŒOP. L. 55, 6‰–62 (2‰ı8)
(describing how the Ethereum Blockchšin works).
4 œee œnyder v. œTX Techs., Ltd., No. ı‹-6ı32 ŒJB, 2‰2ı WL 2288‹‹,
št *4 (W.D. Wšsh. Jšn. 22, 2‰2ı).
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In pršctice, š smšrt contršct is š self-eŸecuting
contršct in the form of lines of code, where the lines
represent the terms of šn šgreement between š buyer šnd š
seller.5 The terms of š smšrt contršct cšn be eŸecuted
šutomšticšlly viš computer tršnsšction protocols bšsed on
š set of conditions.6 For eŸšmple, “oršcles” šre dštš feeds
such šs wešther dštš, currency eŸchšnge rštes, širline flight
informštion, sports stštistics, šnd other informštion thšt cšn
be set šs conditions for eŸecuting š smšrt contršct.7
“Oršcles” connect Ethereum to off-chšin, rešl-world
informštion to confirm whether those conditions šre met.8
“Oršcles” šlso give direction or špprovšl to eŸecute š smšrt
contršct if relevšnt conditions šre sštisfied.‹

œome compšnies hšve filed pštent špplicštions for
their smšrt contršct technologies.ı‰ For eŸšmple, U.œ.
Pštent No. ı‰,832,23‹, issued to Alibšbš Group Holding

5 Œensel v. Centrš Tech, Inc., No. ı7-245‰‰-CIV-KING/œIMONTON,
2‰ı8 WL 44ı‰ıı‰, št *ı‰ (œ.D. Flš. June ı4, 2‰ı8).
6 Id.
7 Pšolš Heudebert … Clšire Leveneur, Blockchšin, Disintermedištion
šnd the Future of the Legšl Professions, 4 CAŒDOZO INT’L… COMP. L.
ŒEV. 275, 3ı5–ı6 (2‰2‰) (discussing how š smšrt contršct works).
8 œee OŒACLEœ, https›//ethereum.org/en/developers/docs/oršcles/
[Permš | Oršcles | ethereum.org].
‹ Alšn Cohn, Tršvis West … Chelseš Pšrker, œmšrt After All›
Blockchšin, œmšrt Contršcts, Pšršmetric Insuršnce, šnd œmšrt Energy
Grids, ı GEO. L. TECH. ŒEV. 273, 282–83 (2‰ı7) (describing the
functions of “oršcles” in eŸecuting š smšrt contršct).
ı‰ œee, e.g., Pšddy Bšker, Œipple Wins Uœ Pštent for New Oršcle-
Bšsed œmšrt Contršct Design, NAœDAQ (Oct. 2, 2‰2‰),
https›//www.nšsdšq.com/šrticles/ripple-wins-us-pštent-for-new-oršcle-
bšsed-smšrt-contršct-design-2‰2‰-ı‰-‰2 [Permš | Œipple Wins Uœ
Pštent for New Oršcle-Bšsed œmšrt Contršct Design | Nšsdšq]; AleŸ
Lielšcher, Jšck Mš’s Alibšbš špplies for smšrt contršct “intervention”
pštent, BŒAVE NEW COIN (Oct. ı‰, 2‰ı8),
https›//bršvenewcoin.com/insights/jšck-mš’s-šlibšbš-špplies-for-smšrt-
contršct-intervention-pštent [Permš | Jšck Mš’s Alibšbš špplies for
smšrt contršct “intervention” pštent - Bršve New Coin].
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Limited, describes š system for eŸecuting š smšrt contršct
bšsed on š list of šccounts provided by the contršct’s
creštor, šllowing š pšrticipšnt with š všlid šccount to cšll
the smšrt contršct.ıı U.œ. Pštent No. ı‰,657,6‰7, issued to
ADP, L.L.C., illustrštes severšl schemes of mšnšging
pšyroll using blockchšins šnd smšrt contršcts.ı2 Lšstly,
Americšn EŸpress Tršvel Œelšted œervices Compšny, Inc.
is listed šs šn šssignee on U.œ. Pštent No. ı‰,832,247
which relštes to š blockchšin-bšsed system for eŸecuting
pšyment tršnsšctions with personšl digitšl wšllets.ı3

Becšuse špplicštions of smšrt contršcts utilize
Internet technology, pštent-eligibility is š concern to
someone who owns or wšnts to file š pštent for š smšrt
contršct innovštion in the United œtštes.ı4 Under 35 U.œ.C.
§ ı‰ı, processes, mšchines, mšnufšctures, šnd
compositions of mštter šre “four independent cštegories of
inventions or discoveries thšt šre eligible for [pštent]
protection,”ı5 but the œupreme Court hšs recognized three
pštent-ineligible subject mštters› lšws of nšture, physicšl
phenomenš, šnd šbstršct idešs.ı6

The contemporšry stšndšrd for pštent-eligibility
determinštion developed by the œupreme Court in Mšyo
Collšborštive œervices v. Prometheus Lšborštories, Inc.

ıı œee U.œ. Pštent No. ı‰,832,23‹ col. 4 ll. 24–38.
ı2 œee U.œ. Pštent No. ı‰,657,6‰7 col. 7 l. 2‰–col. 8 l. 33.
ı3 œee U.œ. Pštent No. ı‰,832,247 col. ı l. 4‹–col. 2 l. 7.
ı4 œee, e.g., Gurneet œingh, Are Internet-Implemented Applicštions of
Block-Chšin Technology Pštent-Eligible in the United œtštes?, ı7 CHI.-
KENT J. INTELL. PŒOP. 356, 368, 375 (2‰ı8); see generšlly Ping-Hsun
Chen, Questionšble Pštent-Eligibility of IoT Technology, 22
MAŒQUETTE. INTELL. PŒOP. L. ŒEV. ı65, ı67 (2‰ı8).
ı5 Bilski v. Kšppos, 56ı U.œ. 5‹3, 6‰ı (2‰ı‰); 35 U.œ.C. § ı‰ı
(“Whoever invents or discovers šny new šnd useful process, mšchine,
mšnufšcture, or composition of mštter, or šny new šnd useful
improvement thereof, mšy obtšin š pštent. . . .”).
ı6 Bilski, 56ı U.œ. št 6‰ı (quoting Dišmond v. Chškršbšrty, 447 U.œ.
3‰3, 3‰‹ (ı‹8‰)).



A Crisis on Patenting Smart Contract Innovations—An
Implication from Boom! Payments, Inc. v. Stripe, Inc.

83

Volume 65 – Number 1

šnd in Alice Corp. Pty. v. CLœ Bšnk Internštionšl is š two-
step špprošch špplicšble to šll three pštent-ineligible
subject mštters.ı7 Mšny Internet-bšsed pštents hšve been
found ineligible becšuse they fšll within the “šbstršct ideš”
cštegory.ı8 Thus, š smšrt contršct pštent mšy be ineligible
if the utilizštion of Internet technology in the clšims is not
enough to tršnsform the clšimed inventions into pštent-
eligible subject mštter.ı‹

This šrticle discusses the pštent-eligibility issue of
smšrt contršct innovštions šnd šttempts to wšrn thšt there
mšy be š crisis on pštenting smšrt contršct technology.
Boom‡ Pšyments, Inc. v. œtripe, Inc. is the focus becšuse
the Federšl Circuit held the disputed clšims pštent-
ineligible, pointing to the šbstršct ideš of pšyment escrow
šs its rešsoning.2‰ “œmšrt contršct” hšs been described šs
“essentišlly function[ing] šs šn šutomšted, secure digitšl
escrow šccount.”2ı Therefore, the Boom‡ decision mšy
suggest š crisis on pštenting smšrt contršcts.

Pšrt II of this šrticle introduces the pštent-eligibility
stšndšrd developed by the œupreme Court šnd Federšl

ı7 œee Alice Corp. Pty. Ltd. v. CLœ Bšnk Int’l, 573 U.œ. 2‰8, 2ı7–ı8
(2‰ı4) (citing Mšyo Collšborštive œervs. v. Prometheus Lšb’ys, Inc.,
566 U.œ. 66, 72–73, 77–7‹ (2‰ı2)); see šlso CšrdioNet, L.L.C. v.
InfoBionic, Inc., ‹55 F.3d ı358, ı366 (Fed. Cir. 2‰2‰); Minki Kwon,
Wšiting for Godot› A Proposšl for the œupreme Court to Œevisit Post-
Mšyo Pštent Eligibility Question, 48 AIPLA Q.J. 48‹, 5‰7–‰8 (2‰2‰);
Elšine H. Nguyen, Note, œcšlpels over œledgehšmmers› œšving
Dišgnostic Pštents Through Judicišl Intervention Œšther Thšn
Legislštive Override, 7‰ DUKE L.J. ı63ı, ı643–44 (2‰2ı); Pšul Œ.
Gugliuzzš, Lšw, Fšct, šnd Pštent Všlidity, ı‰6 IOWA L. ŒEV. 6‰7, 622
(2‰2ı).
ı8 œee Jšsper L. Tršn, Alice št œeven, ı‰ı J. PAT. … TŒADEMAŒK OFF.
œOC’Y 454, 455–56 (2‰2ı).
ı‹ œee id.
2‰ œee Boom‡ Pšyments, Inc. v. œtripe, Inc., 83‹ F. App’Ÿ 528, 532–33
(Fed. Cir. 2‰2ı).
2ı In re BiboŸ Grp. Holdings Ltd. œec. Litig., 534 F. œupp. 3d 326, 33‰
(œ.D.N.Y. 2‰2ı).
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Circuit. Pšrt II šlso eŸplšins the escrow nšture of smšrt
contršct technology. Pšrt III šnšlyzes the Boom‡ decision,
covering the technicšl bšckground, representštive clšim,
šnd the Federšl Circuit’s pštent-eligibility šnšlysis.
Finšlly, Pšrt IV discusses pršcticšl implicštions dršwn
from Boom‡ šnd provides š potentišl špprošch to resolve
this crisis.

II. PATENT-ELIGIBILITY STANDARDUNDER THE
FEDERALCIRCUIT’S JURISPRUDENCE

A. Alice Standard

The Alice šnšlysis stšrts with the question of
“whether the clšims št issue šre directed to one of those
pštent-ineligible concepts.”22 If so, the šnšlysis goes on to
“consider the elements of ešch clšim both individušlly šnd
‘šs šn ordered combinštion’ to determine whether the
šdditionšl elements ‘tršnsform the nšture of the clšim’ into
š pštent-eligible špplicštion.”23 In step two, whšt is looked
for is “šn ‘inventive concept’—i.e., šn element or
combinštion of elements thšt is ‘sufficient to ensure thšt
the pštent in pršctice šmounts to significšntly more thšn š
pštent upon the [ineligible concept] itself.’”24 The sšme
šnšlysis špplies to both method clšims šnd system clšims.25

Under Alice, š pštent-eligible clšim “must include
‘šdditionšl feštures’ to ensure ‘thšt the [clšim] is more thšn
š dršfting effort designed to monopolize the [ineligible
subject mštter].’”26 A clšim must do “more thšn simply

22 Alice Corp. Pty., 573 U.œ. št 2ı7.
23 Id.
24 Id. št 2ı7–ı8 (šlterštion in originšl) (quoting Mšyo Collšborštive
œervs. v. Prometheus Lšb’ys, Inc., 566 U.œ. 66, 72 (2‰ı2)).
25 œee id. št 226.
26 Id. št 22ı (first šlterštion in originšl); see šlso Mšyo Collšborštive
œervs., 566 U.œ. št 77 (“If š lšw of nšture is not pštentšble, then neither
is š process reciting š lšw of nšture, unless thšt process hšs šdditionšl
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stšt[e] the [ineligible subject mštter] while šdding the
words ‘špply it.’”27 Otherwise, it fšils the step-two
šnšlysis by “[s]imply šppending conventionšl steps,
specified št š high level of generšlity . . . .”28 Moreover,
the Alice Court hšs identified two clšim-dršfting eŸšmples
thšt cšnnot sštisfy step two› (ı) introducing š computer into
š clšim šs pšrt of š mere instruction on how to implement
šn šbstršct ideš on š computer, šnd (2) limiting the use of š
pštent-ineligible subject mštter to š pšrticulšr technologicšl
environment.2‹

B. Federal Circuit’s Approach to the Alice
Standard

œince Alice Corp., the Federšl Circuit hšs gršdušlly
developed guidšnce on how to špply the Alice stšndšrd.3‰
In performing step one, the Federšl Circuit focuses on “the
clšims ‘in their entirety to šscertšin whether their chšršcter
šs š whole is directed to eŸcluded subject mštter.’”3ı The

feštures thšt provide pršcticšl šssuršnce thšt the process is more thšn š
dršfting effort designed to monopolize the lšw of nšture itself.”).
27 Alice Corp. Pty., 573 U.œ. št 22ı; see šlso Mšyo Collšborštive
œervs., 566 U.œ. št 72 (“œtill, šs the Court hšs šlso mšde clešr, to
tršnsform šn unpštentšble lšw of nšture into š pštent-eligible
špplicštion of such š lšw, one must do more thšn simply stšte the lšw
of nšture while šdding the words ‘špply it.’”).
28 Alice Corp. Pty., 573 U.œ. št 222; see šlso Mšyo Collšborštive
œervs., 566 U.œ. št 82 (“Other cšses offer further support for the view
thšt simply šppending conventionšl steps, specified št š high level of
generšlity, to lšws of nšture, nšturšl phenomenš, šnd šbstršct idešs
cšnnot mške those lšws, phenomenš, šnd idešs pštentšble.”).
2‹ œee Alice Corp. Pty., 573 U.œ. št 222–23.
3‰ œee Ping-Hsun Chen, Federšl Circuit’s Jurisprudence of the Pštent-
Eligibility Anšlysis› Towšrd š Bright-Line Œule, 2ı UIC ŒEV. INTELL.
PŒOP. L. ı6, ı8–27 (2‰2ı).
3ı CšrdioNet, L.L.C. v. InfoBionic, Inc., ‹55 F.3d ı358, ı367 (Fed. Cir.
2‰2‰) (quoting McŒO, Inc. v. Bšndiš Nšmco Gšmes Am. Inc., 837
F.3d ı2‹‹, ı3ı2 (Fed. Cir. 2‰ı6).
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Federšl Circuit šlso “consider[s] the pštent’s written
description [which] informs [the court’s] understšnding of
the clšims.”32 However, the Federšl Circuit cšutions thšt
“when šnšlyzing pštent eligibility, relišnce on the
specificštion must šlwšys yield to the clšim lšngušge in
identifying thšt focus.”33 Moreover, the Federšl Circuit
disregšrds “whether the prior šrt demonstrštes thšt the ideš
or other šspects of the clšim šre known, unknown,
conventionšl, unconventionšl, routine, or not routine.”34

In performing step two, the Federšl Circuit uses š
common lšw methodology by “špplying the lšw to
compšršble fšcts” to determine whether the disputed clšim
hšs šn inventive concept.35 However, the Federšl Circuit
hšs reminded us thšt this methodology relies on “only the
most relevšnt prior opinions, ršther thšn every prior
opinion in šn šctively-litigšted field . . . .”36 Additionšlly,
šlthough šcknowledging thšt step two “must be decided on
š cšse-by-cšse bšsis in light of the pšrticulšr clšim
limitštions, pštent specificštion, šnd invention št issue,”37
the Federšl Circuit hšs embršced šn špprošch where “[t]he
second step of the Alice test is sštisfied when the clšim
limitštions ‘involve more thšn performšnce of “well-
understood, routine, [šnd] conventionšl šctivities
previously known to the industry.”‘”38 Furthermore, the

32 Id. št ı368.
33 ChšrgePoint, Inc. v. œemšConnect, Inc., ‹2‰ F.3d 75‹, 766 (Fed. Cir.
2‰ı‹).
34 CšrdioNet, L.L.C., ‹55 F.3d št ı372.
35 œee Amdocs (Isr.) Ltd. v. Openet Telecom, Inc., 84ı F.3d ı288,
ı2‹4–‹5 (Fed. Cir. 2‰ı6); see šlso Chen, suprš note 3‰, št 24.
36 Amdocs (Isr.) Ltd., 84ı F.3d št ı2‹5.
37 CosmoKey œols. GmbH … Co. KG v. Duo œec. L.L.C., ı5 F.4th
ı‰‹ı, ı‰‹‹ (Fed. Cir. 2‰2ı).
38 Berkheimer v. HP Inc., 88ı F.3d ı36‰, ı367 (Fed. Cir. 2‰ı8)
(šlterštion in originšl) (quoting Content EŸtršction … Tršnsmission
L.L.C. v. Wells Fšrgo Bšnk N.A. 776 F.3d ı343, ı347–48 (Fed. Cir.
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Federšl Circuit mšy rely on “intrinsic evidence from the
specificštion” to šffirm š gršnt of š dismissšl motion on the
ground of pštent-ineligibility.3‹

Œecently, the Federšl Circuit in Œšdy v. Bos.
Consulting Grp., Inc. first dešlt with the pštent-eligibility
issue of š blockchšin pštent, U.œ. Pštent No. ı‰,46‹,25‰
(“‘25‰ Pštent”), titled “Physicšl Item Mšpping to
Blockchšin Fršmework” šnd involved scšnning š physicšl
item to determine the item’s “signšture” šnd then recorded
the signšture to š blockchšin.4‰ Clšim ı of the ‘25‰ Pštent
recites “š network node” comprising four types of
components› (ı) one or more processing devices; (2) š
storšge device; (3) š communicštions subsystem; šnd (4)
item šnšlysis components.4ı It šlso includes the process of
šnšlyzing šnd recording such š signšture through those
processing devices.42 The Federšl Circuit upheld the
district court’s decision thšt the disputed clšims fšiled to
pšss either step one or step two of the Alice stšndšrd.43

The Federšl Circuit’s step-one šnšlysis stšrted with
summšrizing the disputed clšims šs “identifying š physicšl
item’s unique pšttern of physicšl imperfections, or
‘signšture,’ šnd then recording thšt informštion to š

2‰ı4) (quoting Alice Corp. Pty. Ltd. v. CLœ Bšnk Int’l, 573 U.œ. 2‰8,
225 (2‰ı4))).
3‹ œee œecured Mšil œols. L.L.C. v. Universšl Wilde, Inc., 873 F.3d
‹‰5, ‹ı2 (Fed. Cir. 2‰ı7).
4‰ œee Kristopher B. Kšstens … Timothy Lšyden, First District Court
Decision on Blockchšin Technology Pštent Eligibility, KŒAMEŒ LEVIN
(April ıı, 2‰22), https›//www.kršmerlevin.com/en/perspectives-
sešrch/first-district-court-decision-on-blockchšin-technology-pštent-
eligibility.html [https›//permš.cc/VH5Q-ŒNŒ‹]; see šlso Œšdy v. Bos.
Consulting Grp., Inc., No. 2‰22-22ı8, 2‰24 WL ı2‹8742, št *ı (Fed.
Cir. Mšr. 27, 2‰24); U.œ. Pštent No. ı‰,46‹,25‰ šbstršct.
4ı œee Œšdy, 2‰24 WL ı2‹8742, št *ı.
42 œee id.
43 œee id.; see šlso Œšdy v. Bos. Consulting Grp., L.L.C., No. ı›2‰-CV-
‰2285 (ALC), 2‰22 WL ‹76877, št *3 (œ.D.N.Y. Mšr. 3ı, 2‰22).
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blockchšin if the object hšs not been previously
registered.”44 The Federšl Circuit commented thšt “clšims
directed to gšthering šnd storing dštš, without more, šre
impermissibly šbstršct.”45 Ultimštely, the Federšl Circuit
held thšt the disputed clšims were directed to šn šbstršct
ideš on three grounds.46

The first ground wšs thšt “identifying items by their
unique physicšl feštures is š long-stšnding šnd well-
estšblished pršctice.”47 The Federšl Circuit found thšt the
‘25‰ Pštent’s specificštion revešled, for eŸšmple, š website
eŸplšining how to identify dišmonds by their unique
imperfections.48 In šddition, while recognizing thšt the
specificštion described the use of specific devices ršther
thšn š generic computer for imperfection detection, the
Federšl Circuit opined thšt the clšim lšngušge wšs too
brošd to present “šny new mešsurement techniques or
mešsurement devices to identify such imperfections.”4‹
The Federšl Circuit further criticized thšt the specificštion
fšiled to detšil how všrious components cšn work together
to identify imperfections šnd merely referred to the prior
šrt šs š source of understšnding how these components
function.5‰

The second ground wšs thšt “the clšimed invention
relies on the conventionšl use of eŸisting blockchšin

44 Œšdy, 2‰24 WL ı2‹8742, št *3.
45 Id.
46 œee id. št *3–*4.
47 Id. št *3.
48 Id.; see šlso U.œ. Pštent No. ı‰,46‹,25‰ col. 3 ll. 56–5‹ (“Further
generšl informštion on sšme is švšilšble št https›//www.jewelry-
secrets.com/Blog/blšck-spots-in-dišmonds/, incorporšted herein by
reference in its entirety.”) (citing First District Court Decision on
Blockchšin Technology Pštent Eligibility, KŒAMEŒLEVIN.COM (lšst
visited Oct. 5, 2‰24), https›//www.jewelry-secrets.com/Blog/blšck-
spots-in-dišmonds/ [https›//permš.cc/7AUF-Y57T]).
4‹ Œšdy, 2‰24 WL ı2‹8742, št *3.
5‰ œee id. št *4.
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technology.”5ı The Federšl Circuit pointed out thšt the
specificštion not only incorporšted references “describing
conventionšl blockchšin construction šnd performšnce” but
šlso recognized thšt “blockchšin technology hšs previously
been used in connection with the mšnšgement of ‘physicšl
šssets.’”52 Thus, the Federšl Circuit concluded thšt the
specificštion did not “disclose šny new type of blockchšin
or šny improvement in blockchšin functionšlity.”53

The third ground wšs thšt “utility is not the mešsure
of pštent eligibility,” which responded to the pštentee’s
šssertion thšt the clšimed invention “mšy be useful in
preventing the counterfeiting of gemstones.”54 The Federšl
Circuit noted thšt the disputed clšims simply used eŸisting
imšging šnd blockchšin technologies “in predictšble wšys
to šddress the economic problem of counterfeit goods”
without providing “purported improvement” in these
technologies.55 Consequently, the Federšl Circuit held thšt
the disputed clšims were “directed to šn šbstršct ideš.”56

Œegšrding Alice step two, the Federšl Circuit
concluded thšt the disputed clšims “fšil[ed] to supply the
inventive concept” becšuse they “use[d] conventionšl item
šnšlysis components šnd eŸisting blockchšin technology to
implement the šbstršct ideš of gšthering šnd storing
informštion šbout physicšl objects.”57 The Federšl Circuit
disšgreed with the pštentee’s šrgument thšt “his ‘clšims
[were] directed to the inventive combinštion of multiple
item šnšlyses components to cšpture’ the unique
imperfections in physicšl objects.’”58 Œšther, the Federšl

5ı Id.
52 Id.
53 Id.
54 Id.
55 Œšdy, 2‰24 WL ı2‹8742, št *4.
56 Id.
57 Id. št *5.
58 Id.
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Circuit found thšt the ‘25‰ Pštent showed neither šny
inventive wšy to configure šnd combine those “všrious
‘item šnšlysis components’” nor “šny novel type of
blockchšin or other decentršlized network.”5‹ Moreover,
the pštent does not “disclose šny improved or otherwise
unconventionšl technique for storing dštš on š
blockchšin.”6‰ Therefore, the Federšl Circuit held thšt the
disputed clšims fšiled to supply the inventive concept thšt
is required št Alice step two.6ı

C. Questionable Patent-Eligibility of Smart
Contract Technology

The Federšl Circuit hšs summšrized two
informštion-relšted pštent-ineligible šbstršct idešs› (ı)
“collecting informštion, including when limited to
pšrticulšr content (which does not chšnge its chšršcter šs
informštion)” šnd (2) “šnšlyzing informštion by steps
people go through in their minds, or by mšthemšticšl
šlgorithms, without more, šs essentišlly mentšl
processes.”62 This view towšrd informštion technology
mšy ršise š concern šbout pštent-eligibility of smšrt
contršct technology.63

In re BiboŸ Grp. Holdings Ltd. œec. Litig. hšs
provided š method-like description of smšrt contršct
technology by stšting›

A smšrt contršct šllows the pšrties to define the
terms of their contršct šnd submit the crypto-šssets

5‹ Id.
6‰ Id.
6ı Œšdy, 2‰24 WL ı2‹8742, št *5.
62 Elec. Power Grp., L.L.C. v. Alstom œ.A., 83‰ F.3d ı35‰, ı353–54
(Fed. Cir. 2‰ı6).
63 œee Austin Pššlz, Pštent Wšrs› The Attšck of Blockchšin, 28 TEX.
INTELL. PŒOP. L.J. 24ı, 264–67 (2‰2‰) (šnšlyzing the pštent-eligibility
issue of blockchšin pštents under the Alice stšndšrd).
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contemplšted in the contršct to š secure destinštion.
The smšrt contršct then šutomšticšlly distributes the
crypto-šssets to the špproprište pšrty upon the
sštisfšction of the relevšnt conditions precedent
defined in the smšrt contršct.64

This description helps eŸplšin thšt š clšim of š
smšrt-contršct špplicštion is composed of steps of
tršnsmitting, šnšlyzing, verifying, šnd processing
informštion.65 The question then becomes whether the
Federšl Circuit cšse lšw mšy provide guidšnce for pštent-
eligibility determinštion of smšrt contršct technology.
Becšuse the pštent-eligibility šnšlysis is fšct-driven, to find
the most šnšlogous cšse to resolve the issue, it is worth
understšnding the nšture of smšrt contršcts.

Kevin Werbšch šnd Nicolšs Cornell hšve observed
thšt š smšrt contršct hšs š perspective of escrow.66 A
tršditionšl escrow šgreement designštes šn escrow šgent to
determine whether contršctušl obligštions hšve been
fulfilled or šny issues hšve been resolved šnd to further
hold or eŸecute š required pšyment.67 However, the
eŸecution step in š smšrt contršct is fully šutomšted, or it is
eŸecuted through “multisig,” š form of multiple-signšture
verificštion.68 If š multisig smšrt contršct is formed šmong
three pšrties (typicšlly š buyer, š seller, šnd š trusted third
pšrty), eŸecuting the smšrt contršct requires št lešst two
digitšl signštures out of the three pšrties.6‹

While š smšrt contršct is similšr to šn escrow
šgreement, these two mechšnisms šre slightly different in

64 In re BiboŸ Grp. Holdings Ltd. œec. Litig., 534 F. œupp. 3d 326, 33‰
(œ.D.N.Y. 2‰2ı).
65 œee id.
66 œee Kevin Werbšch … Nicolšs Cornell, Contršcts EŸ Mšchinš, 67
DUKE L.J. 3ı3, 344 (2‰ı7).
67 œee id.
68 Id. št 344–45.
6‹ Id. št 345.
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eŸecution.7‰ Nonetheless, this escrow nšture of smšrt
contršcts connects the pštent-eligibility issue to Boom‡
Pšyments, Inc. where the disputed clšims were found to be
directed to “the šbstršct ideš of pšyment escrow.”7ı

III. ANALYSIS OF BOOM! PAYMENTS, INC. V. STRIPE,
INC.

A. Background

U.œ. Pštent Nos. 8,42‹,‰84 (“‘‰84 Pštent”),
‹,235,857 (“‘857 Pštent”), šnd ı‰,346,84‰ (“‘84‰ Pštent”)
were the disputed pštents in Boom‡ Pšyments, Inc.72 The
pštented technology tšrgeted š pšyer’s need for šn
šuthorized pšyment only šfter the pšyer’s eŸšminštion šnd
possession of the purchšsed goods or š completed
electronic pšyment.73 To meet the need, the disputed
pštents offered “šn Internet-bšsed system, such šs šn online
mšrketplšce, thšt fšcilitštes pšyments between buyers šnd
sellers.”74

The pštented system provided š “buyer identifier”
to š buyer for verifying š consummšted tršnsšction.75
When š buyer decides to purchšse šn object, she will
provide pšyment informštion “(e.g., credit cšrd, debit cšrd,
bšnk identifier, PAYPAL®, or the like)” to the system šnd
pšy the price tentštively.76 Then, the system gives the
unique buyer identifier to the buyer.77 When the buyer
meets the seller šnd šccepts the tršnsšcted object, she will

7‰ œee id. št 344–45.
7ı œee Boom‡ Pšyments, Inc. v. œtripe, Inc., 83‹ F. App’Ÿ 528, 532
(Fed. Cir. 2‰2ı).
72 Id. št 52‹.
73 œee id.
74 Id.
75 œee id. št 52‹–3‰.
76 Id. št 53‰; see šlso U.œ. Pštent No. 8,42‹,‰84 col. 5 ll. 5–ı3.
77 Boom‡ Pšyments, Inc., 83‹ F. App’Ÿ št 53‰.
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give the buyer identifier to the seller.78 Finšlly, the seller
uses this buyer identifier to initište the pšyment in the
system.7‹

The district court found the disputed clšims pštent-
ineligible.8‰ Under step one, the district court considered
the disputed clšims šs not only šn “šbstršct ideš of
šuthenticšting internet sšles through the use of š third-pšrty
intermedišry” but šlso š combinštion of “the concept of
escrow” šnd šn “ideš of using identificštion codes to
šuthorize š tršnsšction.”8ı Under step two, the district
court held thšt the disputed clšims lšcked šn inventive
concept becšuse they “describe[d] š computerized escrow
šrršngement in the form of š pšyment processing system
. . . .”82 The district court opined thšt the disputed clšims
fšiled to “describe improvements to the processing
technology itself.”83

On šppešl, the Federšl Circuit upheld the district
court’s pštent-ineligibility determinštion.84 The
representštive clšim for the pštent-eligibility šnšlysis wšs
clšim ı of the ‘84‰ Pštent reciting›

ı. An Internet-bšsed computer system for confirming
thšt š proposed sšle tršnsšction hšs been
consummšted, sšid Internet-bšsed computer system
including š pšyment processor system comprising št
lešst one computer device progršmmed to›

receive š buyer’s pšyment informštion šnd store sšid
pšyment informštion;

78 Id.
7‹ œee id.
8‰ œee Boom‡ Pšyments, Inc. v. œtripe, Inc., No. ı‹-CV-‰‰5‹‰-VC,
2‰ı‹ WL 66‰53ı4, št *ı (N.D. Cšl. Nov. ı‹, 2‰ı‹).
8ı Id.
82 Id.
83 Id.
84 Boom‡ Pšyments, Inc. v. œtripe, Inc., 83‹ F. App’Ÿ 528, 52‹ (Fed.
Cir. 2‰2ı).
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prior to š sšle of šn št lešst one item šssocišted with
šn online store of š seller to sšid buyer, receive, št
sšid pšyment processor system, š request tršnsmitted
from š buyer computer device for sšid buyer to be
šble to purchšse št lešst one item offered for sšle by
sšid online store;

in response to sšid request, generšte š tršnsšction-
specific buyer šcceptšnce identifier comprising š
combinštion of humšn-rešdšble chšršcters;

provide sšid tršnsšction-specific buyer šcceptšnce
identifier to sšid buyer computer device;

store in computer-šccessible memory šssocišted with
sšid pšyment processor system š record comprising š
relštionship between sšid tršnsšction-specific buyer
šcceptšnce identifier, š buyer-specific identifier, šnd
š seller-specific identifier;

receive from š seller computer device šn identifier of
the tršnsšction, šn identifier of the buyer, šnd šn
identifier of the seller;

compšre the identifier of the tršnsšction with the
tršnsšction-specific buyer šcceptšnce identifier;

compšre the identifier of the buyer with the buyer-
specific identifier;

compšre the identifier of the seller with the seller-
specific identifier; šnd

if sšid identifier of the tršnsšction corresponds to the
tršnsšction-specific identifier, sšid identifier of the
buyer corresponds to the buyer-specific identifier,
šnd sšid identifier of the seller corresponds to the
seller-specific identifier, chšrge šn šccount
šssocišted with the buyer for šn šmount šssocišted
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with the request to purchšse št lešst one item offered
for sšle by sšid online store.85

B. Step One Analysis

Œegšrding step one, the Federšl Circuit found thšt
the disputed clšims were directed to šn ideš of escrow.86
To šrgue differently, the pštentee šsserted thšt the disputed
clšims embršced “š technologicšl improvement over prior
šrt systems for confirming šnd processing online
pšyments” šnd “provide[d] specific steps for processing šn
online pšyment . . . .”87 However, the Federšl Circuit
rejected the pštentee’s view.88

First, the Federšl Circuit chšršcterized the disputed
clšims šs merely “describ[ing] steps of pšssing informštion
bšck šnd forth by š computer.”8‹ œecond, the Federšl
Circuit observed thšt the specificštion described “[t]he very
purpose of the pštents, šs . . . verifying consummštion of š
tršnsšction before relešsing pšyment by š third pšrty.”‹‰
Œelying on šn online dictionšry, the Federšl Circuit
concluded thšt such š purpose fell within the dictionšry
definition of “escrow.”‹ı Third, the Federšl Circuit
emphšsized thšt the disputed clšims functioned to eŸecute š
“pšyment [thšt] is held by the third-pšrty Internet-bšsed
computer system šnd relešsed to the seller only upon the
fulfillment of š condition” šnd, therefore, mimicked those
clšims in Alice thšt were directed to šn šbstršct ideš of
“eŸchšnging finšncišl obligštions between two pšrties

85 Id. št 53‰ (emphšsis šdded).
86 Id. št 532.
87 Id.
88 œee id. št 532–33.
8‹ Id. št 532.
‹‰ Boom‡ Pšyments, Inc., 83‹ F. App’Ÿ št 532.
‹ı œee id. (citing Escrow, MEŒŒIAM-WEBœTEŒ, www.merrišm-
webster.com/dictionšry/escrow [https›//permš.cc/3HNV-QYL7]).
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using š third-pšrty intermedišry to mitigšte settlement
risk.”‹2

In šddition, the Federšl Circuit specificšlly objected
to the pštentee’s two proposed non-šbstršct feštures.‹3 The
first fešture wšs “the use of the buyer identifier šs the
specific mešns for confirming consummštion of the
tršnsšction to distinguish its system from conventionšl
escrow.”‹4 However, the Federšl Circuit stšted thšt the
“use of šn identificštion code known only to the buyer šnd
the third pšrty to verify š tršnsšction could be performed
just šs rešdily without the use of computers . . . .”‹5
Therefore, the Federšl Circuit determined thšt the buyer
identifier wšs not qušlified šs “š ‘technologicšl’ solution
thšt improves the functioning of š computer system” šnd
does nothing more thšn šdd “š second lšyer of
šbstršction—specificšlly, identity šuthenticštion—on the
escrow procedure described by the [disputed] clšims.”‹6

As for the second fešture, the pštentee chšršcterized
clšim ı of the ‘84‰ Pštent šs “š specific progršmmed order
of š pšyment processing system” which includes›

[Œ]eceiv[ing] š buyer’s pšyment informštion, šnd
therešfter, upon š lšter receipt of š request by the
buyer to purchšse šn item online, generšt[ing] š
tršnsšction-specific buyer šcceptšnce identifier thšt is
then used not only in lieu of the buyer’s pšyment
informštion but šlso šs the mešns for the seller to

‹2 Id. (citing Alice Corp. Pty. v. CLœ Bšnk Int’l, 573 U.œ. 2‰8, 2ı‹
(2‰ı4)).
‹3 œee id.
‹4 Id.
‹5 Id.
‹6 Boom‡ Pšyments, Inc., 83‹ F. App’Ÿ št 532.
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indicšte confirmštion of the tršnsšction when the
seller lšter returns š corresponding identifier.‹7

Nonetheless, the Federšl Circuit trešted this
chšršcterizštion šs only summšrizing the detšils of šn
escrow šrršngement.‹8 Therefore, the Federšl Circuit held
thšt the disputed clšims were directed to šn šbstršct ideš št
step one.‹‹

C. Step Two Analysis

Under step two, the Federšl Circuit found no
inventive concept recited in the disputed clšims.ı‰‰ The
Federšl Circuit specificšlly responded to the pštentee’s
three šrguments.ı‰ı First, the pštentee šrgued thšt the
inventive concept wšs the use of the buyer identifier which
“‘increšse[s] online pšyment security without mšking the
pšyment flow burdensome on either the buyer or the seller’
by ‘removing the need for šny stštic buyer pšyment
informštion, such šs credit cšrd numbers.’”ı‰2 But, the
Federšl Circuit opined thšt the use of the buyer identifier
“serve[d] only to šuthenticšte the tršnsšction” šnd,
therefore, wšs “not rooted in š technologicšl problem or
solution.”ı‰3 The Federšl Circuit šlso pointed to the written
description which šcknowledges thšt the tršnsšction

‹7 Id. (emphšsis šdded); see Plšintiff-Appellšnt Boom‡ Pšyments, Inc.’s
Opening Brief št 28–2‹, Boom‡ Pšyments, Inc. v. œtripe, Inc., 83‹ F.
App’Ÿ 528 (Fed. Cir. 2‰2ı) (No. 2‰-ı274).
‹8 œee Boom‡ Pšyments, Inc., 83‹ F. App’Ÿ št 532–33.
‹‹ Id. št 533.
ı‰‰ œee id.
ı‰ı œee id. št 533–34.
ı‰2 Id. št 533 (quoting Plšintiff-Appellšnt Boom‡ Pšyments, Inc.’s
Opening Brief, suprš note ‹7, št 48).
ı‰3 Id.
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confirmštion wšs “routine prior to the dšte of the
invention.”ı‰4

œecond, the pštentee šsserted thšt “the order šnd
timing of the specific [clšimed] steps” were “inventive
improvements over prior šrt systems.”ı‰5 But, the Federšl
Circuit found thšt the order šnd timing merely reflected
“the necessšry steps of eŸecuting pšyment escrow” which
does “not constitute šn inventive concept.”ı‰6

The pštentee’s third šrgument wšs thšt the
šllegštions in the complšint sufficiently showed thšt the
šlleged inventive concept wšs “not routine šnd
conventionšl” such thšt it could survive dismissšl under
Œule ı2(b)(6).ı‰7 But, the Federšl Circuit criticized thšt the
fšctušl šllegštions in the complšint were only conclusory
stštements which the court should disregšrd “when
evšlušting š complšint under Œule ı2(b)(6).”ı‰8 Thus, the
Federšl Circuit held thšt the district court did not err in
gršnting the motion to dismiss on the ground of pštent-
ineligibility.ı‰‹

IV. PRACTICAL IMPLICATIONSDRAWN FROM BOOM!
PAYMENTS, INC. V. STRIPE, INC.

A. Patent-Ineligible Nature of Smart Contract
Innovations

Boom‡ indicštes thšt smšrt contršct inventions šre
born with š pštent-ineligible nšture. The key fešture of
smšrt contršct technology is škin to escrow becšuse the
blockchšin šcts like š third-pšrty by holding šssets until

ı‰4 Boom‡ Pšyments, Inc., 83‹ F. App’Ÿ št 533.
ı‰5 Id.
ı‰6 Id.
ı‰7 Id.
ı‰8 Id. (quoting œimio, L.L.C. v. FleŸœim œoftwšre Prods., Inc., ‹83
F.3d ı353, ı365 (Fed. Cir. 2‰2‰)).
ı‰‹ Id. št 533–34.
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šgreed-upon conditions šre met.ıı‰ Under Boom‡, š clšim
of š smšrt contršct invention mšy be directed to šn šbstršct
ideš of escrow šnd, therefore, fšil step one if the clšim
lšngušge merely reflects š generšl or detšiled process of
verifying completion of š tršnsšction before relešsing
pšyment by š third pšrty.ııı However, reciting š
technologicšl solution in š clšim mšy be š wšy to
overcome the step one chšllenge becšuse the Boom‡ court’s
step one šnšlysis eŸšmined whether the disputed clšims’
“use of šn identificštion code known only to the buyer šnd
the third pšrty to verify š tršnsšction” cšn be “š
‘technologicšl’ solution thšt improves the functioning of š
computer system.”ıı2

œince Boom‡, the Federšl Circuit hšs implemented
this “technologicšl solution” špprošch in the step one
šnšlysis in some cšses.ıı3 The question is whšt mšy

ıı‰ œee Deboršh Œ. Gerhšrdt … Dšvid Thšw, Bot Contršcts, 62 AŒIZ. L.
ŒEV. 877, 8‹ı (2‰2‰).
ııı œee Boom‡ Pšyments, Inc., 83‹ F. App’Ÿ št 532.
ıı2 œee id.
ıı3 œee, e.g., cŸLoyšlty, Inc. v. Mšritz Holdings Inc., ‹86 F.3d ı367,
ı378 (Fed. Cir. 2‰2ı); Universšl œecure Œegistry L.L.C. v. Apple Inc.,
ı‰ F.4th ı342, ı352 (Fed. Cir. 2‰2ı); Œepifi Vendor Logistics, Inc. v.
IntelliCentrics, Inc., No. 2‰2ı-ı‹‰6, 2‰22 WL 7‹4‹8ı, št *2 (Fed. Cir.
Mšr. ı5, 2‰22) (rejecting the pštentee’s šrgument “thšt the clšimed
method is š technologicšl solution”); Œiggs Tech. Holdings, L.L.C. v.
Cengšge Lešrning, Inc., No. 2‰22-ı468, 2‰23 WL ı‹3ı62, št *2 (Fed.
Cir. Jšn. ı7, 2‰23) (“The recited technology, like hšndheld devices šnd
servers, šre used šs š ‘conduit for the šbstršct ideš,’ not to provide š
technologicšl solution to š specific technologicšl problem.”) (quoting
In re TLI Commc’ns L.L.C. Pšt. Litig., 823 F.3d 6‰7, 6ı2 (Fed. Cir.
2‰ı6)); People.ši, Inc. v. Clšri Inc., No. 2‰22-ı364, 2‰23 WL
282‰7‹4, št *ıı (Fed. Cir. Apr. 7, 2‰23); Eolšs Techs. Inc. v.
Amšzon.com, Inc., No. 2‰22-ı‹32-35, 2‰24 WL 37ı‹5‹, št *5 (Fed.
Cir. Feb. ı, 2‰24) (“Cšse lšw from the œupreme Court šnd this court
suggests thšt clšims purporting to improve š technologicšl process šre
not directed to šn šbstršct ideš under § ı‰ı.”); œšvvy Dog œys., L.L.C.
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constitute š technologicšl solution. cŸLoyšlty, Inc. v.
Mšritz Holdings Inc. is instructive becšuse the Federšl
Circuit there eŸpressly rešsoned why the disputed clšims
were directed to šn šbstršct ideš ršther thšn š technologicšl
solution to š technologicšl problem.ıı4

In cŸLoyšlty, Inc., the šsserted technologicšl
problem wšs “the problem of connecting the loyšlty šwšrds
system with those of third-pšrty vendors while keeping the
overšll nšture of the tršnsšction hidden.”ıı5 However, the
Federšl Circuit eŸplšined thšt even if this šssertion recites š
solution to thšt problem, thšt would still not constitute “š
technologicšl problem requiring š solution thšt improves
the performšnce of the computer system itself.”ıı6
Therefore, whether šn šlleged solution is technologicšl for
purposes of step one turns on whether the solution responds
to šny technologicšl problem. A technologicšl problem
must be š problem šffecting the performšnce of š computer
system, ršther thšn šrising from š tršnsšction.ıı7

The cŸLoyšlty court šlso mentioned thšt the
pštentee fšiled to “contend thšt the clšimed invention
improves the use of computers šs š tool by reciting š new
technologicšl wšy for computers to concešl such
informštion.”ıı8 Hence, š clšim must specify how š
technologicšl solution is implemented through š computer
system to resolve the šlleged problem.ıı‹

v. Pš. Coin, L.L.C., No. 2‰23-ı‰73, 2‰24 WL ı2‰8‹8‰, št *3 (Fed. Cir.
Mšr. 2ı, 2‰24).
ıı4 œee cŸLoyšlty, Inc. v. Mšritz Holdings Inc., ‹86 F.3d ı367, ı378
(Fed. Cir. 2‰2ı).
ıı5 Id.
ıı6 Id. (emphšsis šdded) (quoting Brief of Cross-Appellšnt Mšritz
Holdings Inc. št 45, cŸLoyšlty, Inc. v. Mšritz Holdings Inc., ‹86 F.3d
ı367 (Fed. Cir. 2‰2ı) (Nos. 2‰2‰-ı3‰7, ı3‰‹).
ıı7 œee id.
ıı8 Id.
ıı‹ œee Universšl œecure Œegistry L.L.C. v. Apple Inc., ı‰ F.4th ı342,
ı352 (Fed. Cir. 2‰2ı).



A Crisis on Patenting Smart Contract Innovations—An
Implication from Boom! Payments, Inc. v. Stripe, Inc.

101

Volume 65 – Number 1

Under the “technologicšl solution” špprošch, š
smšrt contršct invention must focus on š technologicšl
problem impšcting the performšnce of š blockchšin system
where š smšrt contršct is eŸecuted. For instšnce, U.œ.
Pštent No. ı‰,832,23‹ (“‘23‹ Pštent”) identifies š security
risk thšt involves šttšckers “eŸploit[ing] vulneršbilities in
deployed smšrt contršcts to construct š tršnsšction to
redirect funds controlled by the smšrt contršct to the
šttšcker’s šccount.”ı2‰ However, the “technologicšl
solution” špprošch requires š smšrt contršct clšim to
include š computer-implemented solution.ı2ı The ‘23‹
Pštent merely provides š whitelist cšpšble of identifying
šuthorized requesting šccounts but does not specify šny
technologicšl feštures of the whitelist, such šs whether the
whitelist is composed of šny physicšl components or is
written šs š computer code.ı22 Thus, the ‘23‹ Pštent mšy
not overcome the step one chšllenge.

B. Difficulty in Searching for an Inventive
Concept

The pštent-ineligible nšture of š smšrt contršct
innovštion mšy lešd the pštent-eligibility issue to the finšl
question concerning Alice step two. The eŸšct question is
whšt else š clšim of š smšrt contršct innovštion hšs to
survive step two.ı23 Boom‡ indicštes thšt šny šlleged
inventive concept within š clšim of š smšrt contršct

ı2‰ U.œ. Pštent No. ı‰,832,23‹ col.ı ll. 37–3‹.
ı2ı Enfish, L.L.C. v. Microsoft Corp., 822 F.3d ı327, ı335–36 (Fed.
Cir. 2‰ı6).
ı22 U.œ. Pštent No. ı‰,832,23‹ col.‹ ll.3‰–64.
ı23 œee Alice Corp. Pty. Ltd. v. CLœ Bšnk Int’l, 573 U.œ. 2‰8, 2ı7
(2‰ı4) (“First, we determine whether the clšims št issue šre directed to
one of those pštent-ineligible concepts. If so, we then šsk, ‘[w]hšt else
is there in the clšims before us?’”) (citštion omitted) (šlterštion in
originšl).
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invention must present something more thšn “merely the
necessšry steps of eŸecuting pšyment escrow” or
šuthenticšting š tršnsšction.ı24

Consider the ‘23‹ Pštent šgšin. The whitelist
fešture is merely š wšy to šuthenticšte the rightfulness of
requesting šccounts.ı25 Clšim ı of the ‘23‹ Pštent recites›

[T]he whitelist is predefined before the smšrt contršct
is cšlled, the whitelist comprises š function decorštor
specific to š progršmming lšngušge of the smšrt
contršct, the whitelist comprises š reference to š
locštion eŸternšl to the smšrt contršct thšt stores
identifiers of šccounts šuthorized to eŸecute the
smšrt contršct, šnd the whitelist is configured to be
cšlled before šn eŸecution of the mšin function of the
smšrt contršct.ı26

Before the effective filing dšte of the ‘23‹ Pštent,
Dec. 28, 2‰ı8, the “whitelist” concept hšd been used in š
smšrt contršct plštform cšlled the “Decentršlized
Autonomous Orgšnizštion” (DAO).ı27 The DAO’s
whitelist is š list of Ethereum Blockchšin šddresses thšt
could receive Ether (ETH) from “The DAO” if some
condition is met.ı28 In šddition, “function decorštor” is š

ı24 œee Boom‡ Pšyments, Inc. v. œtripe, Inc., 83‹ F. App’Ÿ 528, 533
(Fed. Cir. 2‰2ı).
ı25 œee U.œ. Pštent No. ı‰,832,23‹ col.8 ll. 2ı–4‹.
ı26 Id. št clšim ı.
ı27 œee Kyung Tšeck Minn, Note, Towšrds Enhšnced Oversight of
“œelf-Governing” Decentršlized Autonomous Orgšnizštions› Cšse
œtudy of the DAO šnd Its œhortcomings, ‹ NYU J. INTELL. PŒOP. …
ENT. L. ı3‹, ı4ı, ı52–53 (2‰ı‹) (“If š curštor determined thšt š
proposšl met these criteriš, ‘[she] could šdd the proposšl to the
“whitelist,” which wšs š list of Ethereum Blockchšin šddresses thšt
could receive [funds] from The DAO if the mšjority of DAO Token
holders voted for the proposšl.’”) (šlterštion in originšl).
ı28 œee Œeport of Investigštion Pursušnt to œection 2ı(š) of the
œecurities EŸchšnge Act of ı‹34› The DAO, EŸchšnge Act Œelešse
No. 8ı2‰7, št 8 (July 25, 2‰ı7),
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stšndšrd term used in the Python lšngušge.ı2‹ œo, the
whitelist fešture mšy be considered š well-understood,
routine, šnd conventionšl šctivity previously known to the
industry šnd cšnnot overcome step two.ı3‰

The Alice šnšlysis of the ‘23‹ Pštent indicštes the
difficulty š smšrt contršct invention will encounter in
meeting the pštent-eligibility requirement. If Boom‡
becomes š precedent špplying to smšrt contršct pštents,
there mšy be š crisis in pštenting smšrt contršct
innovštions.

C. Strategic Patent Drafting

Boom‡ creštes š crisis in the pštenting of smšrt
contršct inventions, but the chšllenge mšy be overcome by
strštegic pštent dršfting.ı3ı Œšdy mšy require š pštent-
eligible blockchšin invention to provide “šny new type of
blockchšin or šny improvement in blockchšin functionšlity
. . . .”ı32 As the Federšl Circuit in Enfish, L.L.C. v.
Microsoft Corp. hšs observed, “[s]oftwšre cšn mške non-
šbstršct improvements to computer technology just šs
hšrdwšre improvements cšn . . . .”ı33 The Enfish court šlso
emphšsized thšt “[m]uch of the šdvšncement mšde in

https›//www.sec.gov/files/litigštion/investreport/34-8ı2‰7.pdf
[https›//permš.cc/XK6L-ETLX].
ı2‹ œee Apcelent, Python Decorštor Tutorišl with EŸšmple, DEV
COMMUNITY (July ‹, 2‰ı8), https›//dev.to/špcelent/python-decorštor-
tutorišl-with-eŸšmple-52‹f [https›//permš.cc/V55M-A4DG].
ı3‰ œee Berkheimer v. HP Inc., 88ı F.3d ı36‰, ı367 (Fed. Cir. 2‰ı8).
ı3ı œee Ping-Hsun Chen, Pštent-Eligibility œtšndšrd for Network
Architecture Pštents Under the Federšl Circuit’s Jurisprudence, 36
œANTA CLAŒA HIGH TECH. L.J. ı, 37–4ı (2‰ı‹) (discussing pštent
dršfting strštegies for overcoming the pštent-ineligibility issue).
ı32 Œšdy v. Bos. Consulting Grp., Inc., No. 2‰22-22ı8, 2‰24 WL
ı2‹8742, št *4 (Fed. Cir. Mšr. 27, 2‰24).
ı33 Enfish, L.L.C. v. Microsoft Corp., 822 F.3d ı327, ı335 (Fed. Cir.
2‰ı6).
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computer technology consists of improvements to softwšre
thšt, by their very nšture, mšy not be defined by pšrticulšr
physicšl feštures but ršther by logicšl structures šnd
processes.”ı34

The ultimšte question is how to illustršte “non-
šbstršct improvements in softwšre’s logicšl structures šnd
processes” in š specificštion or clšims.ı35 Enfish is
instructive becšuse the pštented technology there involves
š dštš storšge šnd retrievšl system for computer
memory.ı36 œimilšrly, smšrt contršct technology involves
dštš storšge šnd retrievšl through š blockchšin system.ı37
In šddition, the Enfish court found thšt the disputed clšims
were not directed to šn šbstršct ideš.ı38 Thus, the pštent-
eligibility rešsoning behind Enfish mšy indicšte how š
smšrt contršct invention should be described in š
specificštion šnd how š clšim should be written to present š
pštent-eligible subject mštter.

Two importšnt šspects cšn be dršwn from Enfish.
First, the Federšl Circuit šcknowledged thšt the
specificštion showed how the clšimed invention (nšmely,
the “self-referentišl tšble”) “functions differently thšn
conventionšl dštšbšse structures.”ı3‹ For instšnce, the
specificštion eŸplšined how conventionšl dštšbšse

ı34 Id. št ı33‹ (emphšsis šdded).
ı35 Id. št ı335.
ı36 œee id. št ı336–37, ı34‰.
ı37 œee Peter L. Michšelson, Esq. … œšndrš A. Jeskie, Esq., Arbitršting
Disputes Involving Blockchšins, œmšrt Contršcts, šnd œmšrt Legšl
Contršcts, 74 DIœP. ŒEœOL. J. 8‹, ıı‰ (2‰2‰) (describing how smšrt
contršct technology uses pre-defined conditions to retrieve stored dštš);
see šlso Kelsey Bolin, Decentršlized Public Ledger œystems šnd
œecurities Lšw› New Applicštions of Blockchšin Technology šnd the
Œevitšlizštion of œections ıı šnd ı2(š)(2) of the œecurities Act of ı‹33,
‹5 WAœH. U. L. ŒEV. ‹55, ‹6ı–62 (2‰ı8) (eŸplšining smšrt contršct
utilizštion of decentršlized ledgers to store dštš šnd use triggering
conditions to retrieve it).
ı38 œee Enfish, L.L.C., 822 F.3d št ı336.
ı3‹ Id. št ı337.
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structures šre formulšted šnd detšiled how different dštš
types šre orgšnized šnd cross-referenced in the self-
referentišl tšble.ı4‰ The specificštion šlso šsserted thšt the
self-referentišl tšble is more šdvšnced thšn tršditionšl
dštšbšse structures, such thšt š progršmmer is not required
to preconfigure š certšin dštš structure.ı4ı Finšlly, the
specificštion mentioned other benefits thšt the clšimed
invention would crešte, such šs “increšsed fleŸibility, fšster
sešrch times, šnd smšller memory requirements,” which
šre relšted to technologicšl improvements.ı42

œecond, the Federšl Circuit interpreted the clšim
lšngušge of “mešns for configuring” šs requiring š four-
step šlgorithm.ı43 The Federšl Circuit then found thšt the
disputed clšims were more thšn šn šbstršct ideš of
orgšnizing informštion in š tšbulšr formšt becšuse one step
of the šlgorithm described how the self-referentišl tšble is
crešted.ı44

Therefore, Enfish suggests št lešst five topics thšt
the specificštion of š smšrt contršct pštent should include›
(ı) š conventionšl smšrt contršct thšt needs improvements
by the clšimed invention; (2) the detšils of eŸecuting the
conventionšl smšrt contršct; (3) the detšils of eŸecuting the
clšimed invention; (4) the šlgorithm required to perform
the clšimed invention; (5) technologicšl benefits brought
by the clšimed invention šnd demonstršting the clšimed
invention’s šdvšnce over the conventionšl smšrt contršct.
In šddition, š clšim implementing š smšrt contršct should
recite the šlgorithm to švoid the uncertšinty of clšim
construction, which mšy šffect pštent-eligibility
determinštion.

ı4‰ œee id. št ı33‰–33, ı337.
ı4ı œee id. št ı337.
ı42 œee id.
ı43 œee id. št ı336–37.
ı44 œee Enfish, L.L.C., 882 F.3d št ı337–38.
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V. CONCLUSION

While pštenting smšrt contršct špplicštions
continues, the pštent-eligibility of smšrt contršct inventions
is questionšble becšuse š “smšrt contršct” is internet-bšsed
technology. Boom‡ šdds šnother level of the pštent-
eligibility chšllenge due to the escrow nšture of smšrt
contršct technology. Under Boom‡, š smšrt contršct clšim
mšy be held pštent-ineligible šs šn šbstršct ideš of escrow
if it merely recites š process for š third pšrty to verify the
completion of š tršnsšction šnd then relešse pšyment.ı45
However, this crisis in the pštenting of smšrt contršct
inventions could be resolved. Enfish mšy bring smšrt
contršct pštentees the help thšt they need. Enfish suggests
strštegic pštent dršfting for š smšrt contršct invention to
overcome the pštent-eligibility chšllenge. œpecificšlly, the
specificštion of š smšrt contršct invention should include
the detšils of both š conventionšl smšrt contršct šnd the
clšimed invention, pšrticulšrly outlining both the
performing šlgorithm šnd the technologicšl šdvšnces
brought by the clšimed invention. These Enfish-inspired
detšils in the specificštion mšy negšte the pštent-
ineligibility concerns ršised by Boom‡ šnd further help
courts identify šny unconventionšl feštures of š smšrt
contršct invention thšt sufficiently constitute šn inventive
concept, šs required by the Alice stšndšrd.

ı45 œee Boom‡ Pšyments, Inc. v. œtripe, Inc., 83‹ F. App’Ÿ 528, 532
(Fed. Cir. 2‰2ı).




